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PART I 


THE SELF-TESTING METHOD FOR DETERMINING INFRINGEMENT 
By Dr. Oscar M. Fazekas 


Chairman, International Research Institute for Industrial Property, Berne 


In his article, “What Is Confusability in Trade-Marks?” in the December, 1938, 
issue of the Bulletin, the present writer reported on the theory and practical results 
of the “Empirical Observation Method.” The article dealt with experiments which 
were performed on thousands of actual customers. The purchasers were absolutely 
unaware of being observed and thus behaved as they are wont to do in their every- 
day shopping, in the course of the normal business of retailing. 

The result showed surprisingly that a considerably larger number of uninfluenced 
and unsuspecting customers were confused by the imitation than the most rigorous 
legal or commercial expert would have supposed. Furthermore, it was shown— 
with illustrations of the original and imitations in juxtaposition—that a very high 
percentage of the purchasers were confused even by those imitations which, accord- 
ing to the customary judgment of the expert trade-mark specialist, were not found 
confusable at all. 

The inevitable conclusion of the “empirical observations” was summed up in the 
positive statement that “the imitators know their job best,” and variations which 
would seem harmless, even to the expert, can draw away a considerable percentage 
of customers from the genuine to the disguised merchandise. 

However, the adoption of the “empirical observation method” by theorists and 
legal practitioners, and, even more, by the courts calls for a transitional period, dur- 
ing which they may study and observe in practice all the ramifications of the 
problem. 

Such a transitional period has been employed by our Trade-Mark Association 
(International Research Institute) to lay the psychological foundation for the adop- 
tion of this method. It was necessary to convince legal experts, lawyers and judges 
as well, that the generally supposed “indistinct picture” of the original merchandise, 
retained unconsciously in the memory of the purchaser, proves actually much more 
hazy than legal theory and practice have been heretofore disposed to regard it. 

Our problem was how to convince our specialists in trade-marks who lacked 
(as, of course, experts everywhere lack) the experience of being deceived in the 
role of ordinary customers, in their everyday life, by imitations, and who had, as is 
customary with experts everywhere, to do with disguised articles only in actual 
infringement cases, where they always found the original and the imitation side 
by side. 

We aimed therefore at a method of convincing them of the psychology of the 
ordinary customer who never meets with the two articles together on the same shelf. 
Thus it was clearly necessary for us, without theoretical discussion, to provide our 
experts with direct personal experience. 
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In accord with these requirements, our method was shaped and put into practice 
as follows: 

1. We selected the best known trade-marks of the country, displayed on products 
which were consumed by various members of the average household. The selec- 
tion, about sixty items, contained articles strictly in everyday use and known to 
everybody. We asked for, and got from the manufacturers of the selected articles 
empty wrappers in the quantity needed in order to have about twenty complete sets 
for every specialist on trade-marks concerned with the case. 


2. A questionnaire was drawn up containing about ten questions concerning 
the characteristic elements of the make-up in general. The recipient was supposed 
to answer, with reference to the various products, the following questions: 


a. Form of the article; form and material of the container, etc. 
b. Size of the article ; size and construction of the container, etc. 
c. Ground color of the make-up, wrapper, etc. 


d. Secondary, tertiary, etc., colors; location and proportion of the color areas; their 
distribution ; etc. 


e. Main inscription, location and characteristics. 


f. Secondary, tertiary, etc., inscriptions; their relation to each other and to the color 
areas. Characteristics. 


g. Top, bottom and the sides of the package. 


h. Designs on the packages; subject, location, sizes; their relation to each other, to the 
color areas, and to the textual elements. 


i. Other striking characteristics, if any, of the inscriptions, initials, lettertypes, etc. 


3. About twenty trade-marked containers (wrappers) of various sorts were 


sealed in envelopes. A complete list of the empty wrappers was printed on the fronts 
of the envelopes. 


All the members of the bar and the courts concerned with the case were fur- 
nished with such an envelope, together with a questionnaire and complete directions. 


4. According to the explanatory letter, the specialist in trade-marks was re- 
quested to test himself as follows: 


a. To take the questionnaire and fill in the answers to the best of his unaided memory 
without investigating the articles concerned in any way. 

b. Concerning articles best known to the wife, children, chauffeur, housekeeper, etc., 
of the expert questioned, the questionnaire was to be filled in by such persons individually. 

c. The expert was allowed to sign the sheet anonymously, if he cared to do so. The 
questionnaires, filled in and signed, were to be returned to the Trade-Mark Union. 

d. The questionee was asked to open the sealed envelope only after he had completed 
filling in the answers. Then he was able to compare carefully his own statements and those 


of the members of his household with the actual features of the articles contained in his 
envelope. 


Our experts were astounded by their findings. It turned out that—except the 
form, ground color, main inscription and denomination of the articles—all the ele- 
ments had been completely distorted in the hazy memory of the vast majority. Sur- 


prisingly enough, even the pictorial elements proved to have been retained mostly 


in a confused and spotty recollection. The only exception was to be made in the 


case of some very plain featured designs, in outlines only and not in colors, e.g., the 
picture of a smoking man, a washing girl, a palm leaf, etc., although without their 
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elements and combinations of colors, were frequently remembered. But only an 
infinitesimal minority were able to recall the disposition and specific content of 
complicated pictures, e.g., of a caravan, a herd with a shepherd, the buildings of a 
factory plant, etc. Still fewer kept in memory the number, quality, and area of 
colors, their location or combination; their relation to the designs or textual ele- 
ments ; the content, location, lettertypes of inscriptions, etc. 

It is especially to be emphasized that this was equally true concerning articles 
of everyday use, not excepting those soaps, toothpastes, biscuits, etc., used or 
consumed by the expert for decades, and not excepting those which were used only 
a few hours before the test. 

If anyone is doubtful of the psychological truth of this phenomenon, he is invited 
to read the striking report of Mr. Bernhard A. Porter in the Bulletin (No. 3, 
March, 1939) on “The Acheson Trade-Mark ‘Dag.’’’ Note before reading it three 
facts : 


a. Mr. Porter could not have had any knowledge of the “Self-testing Method,” re- 
ported above, since this is the first publication concerning it. Thus Mr. Porter was— 
there is no doubt—wholly uninfluenced. 

b. Mr. Porter’s report concerned the thirty-year history of a trade-name, i7.e., of a 
trade-mark consisting essentially of the mere denomination of a certain article, which is, 
in comparison with a complicated get-up, extremely easy to recall. 

c. The report dealt, not with the unwary consumer, but mainly with materially inter- 
ested distributors who had constantly to do with that article. 

It will suffice to quote the following passages: 

An interesting sidelight on this trade-mark is the collection of missppellings assembled 
from letters and orders addressed to the company during the past 30 years. One hundred 
eight (108) variants of “Oildag,” thirty-five (35) of “Aquadag” and fifty-two (52) of 
either “Colloidal” or “Deflocculated Graphit” now exist. ... By what devious paths these 
trade-marks came to be interpreted as “All Dogs” or “Aquage” is beyond comprehen- 


sion! ... The word “Colloid” goes through an equally astonishing range from “Callers,” 
“Coolies” and “Collaics.” 


The adventures of the trade-mark “Dag” illustrate how superficial in this country also 
the consumers’ impressions of the articles which they constantly buy, actually are. 


Surely our experts must have tacitly drawn appropriate conclusions from their 
own private tests. The writer had, of course, ample opportunity to learn by word 
of mouth of the deep impression made on the participants in the test. Far more 
important is the fact that those impressions can clearly be traced in a long series of 
actual court decisions and even more clearly in the motivations of such decisions. 

The old theoretical principles of confusability, doomed until now to remain 


empty words without real inner meaning, were thus shown to the participants in 
those tests to be literally true: 


“The judge must endeavor to recreate in himself the mental processes of millions of 
purchasers. . .. The impression which is created in an actual purchaser by an imitation 
depends, in the first place, on the vague and often indistinct picture of the original trade- 


marked article which remained fixed in his mind.” See writer’s above-cited article in the 
Bulletin. 


No less an authority than E. S. Rogers was forced to declare: 


“Unconsciously, the judge projects his mentality on that of the unwary purchaser so 
that this mythical person becomes judiciously quite a different individual from the one he 
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is in fact, and is transformed into what the court thinks he ought to be, and still more 
frequently, what the court itself is....”’ Rogers, Edw. S., Mich. Law Rev., 1913, P. 613. ff. 


For the judge who has submitted to the “Self-testing Method,” the unwary pur- 
chaser is no longer a “mythical person,” since he is now identified with the judge 


himself, and is no longer to be transformed into “what the court thinks he ought 
ae 


THE “FIBRACOUSTIC” DECISION 
By George Benjamin 


By a decision, Ex parte Johns-Manville Co., Assistant Commissioner Van 
Arsdale rejects, on the ground of descriptiveness, an application to register the 
trade-mark “Fibracoustic” for a fibrous acoustic material. 


Although it has to be conceded that the decisions of the Assistant Commissioner, 
terse as they are, usually hit the nail on the head, there may be readers who think 
that this particular decision overemphasizes an otherwise sound principle. 


Therefore, the following comments may be permitted, salvo judicis respectu, as 
a belated brief of an amicus curiae. 


The essential part of the decision reads as follows: 


Applicant argues that the first portion of the mark, taken alone, is suggestive only of 
an ingredient of the material and by no means is even suggestive of the material itself, 
while the latter portion of the mark, taken alone, is suggestive only of a certain property 
or use of the material and that when these portions of the mark are combined, a truly 
arbitrary and fanciful mark is created. 

Applicant’s mark is obtained by writing the words “fibrous” and “acoustical” as one 
word and omitting the “ous” from the word “fibrous” and the “al” from the word 
“acoustical.” In my opinion the portion “Fibra” of the mark would indicate to observers 
that the material was fibrous in character, and the portion “coustic,” preceded by the 
letter “a” of “Fibra,” would mean to observers that the material was acoustical. In other 
words, it is my opinion that the mark “Fibracoustic” applied to fibrous acoustical material 
is merely a readily recognizable contraction and combination of the words “fibrous” and 
“acoustical” and is a mark consisting merely in a word which is descriptive of the fibrous 
and acoustical character or quality of the goods with which it is used. Contraction, 
misspelling or abbreviation do not necessarily preclude descriptiveness. California Cyanide 
Company v. American Cyanide Co., 17 C. C. P. A. 1146, 40 F. 2d 1013 [20 T.-M. Rep. 447] ; 
In re Ric-Wiu Co., 24 C. C. P. A. 905, 87 F. 2d 516. 


In connection with the last sentence quoted it must be pointed out that the 
standpoint expressed therein is not supported by the cited decision, California 
Cyanide v. American Cyanamide Co. 

On the contrary, the C. C. P. A. there cites with approval Ex parte B. Altman 
& Co. [7 T.-M. Rep. 560], where the Commissioner of Patents stated: 


It may be remarked further that not only have trade-marks been designed for sugges- 
tiveness since ancient times, certainly antedating all Anglo-Saxon trade-mark laws, but 
that the growing modern habit of using suggestive marks almost universally is based on 
sound reasons of good policy; the multiplication of goods and makers of similar goods, 
and the ease and wide extent of shipping goods to distant markets, makes it necessary the 
public be assisted to fix the mark in mind and remember it by an association of ideas. 
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The C. C. P. A. further cites the following from United Lace & Braid Mfg. Co. 
Barthels Mfg. Co., 221 F. 456, 461 [5 T.-M. Rep. 478]: 


4 


V. 


Every good trade-mark is suggestive; once seen or heard, its association with the 
product is readily fixed in the mind. If there were no association of ideas between the 
two, it would require an independent effort of memory to recall the connection. It is not 
necessary to the value of a trade-name that it should be utterly devoid of aptitude. It is 
enough that it leaves open to everyone all words that are really descripive. .. . 


In the California Cyanide case it was stipulated that “the term ‘Citrofume’ was 
coined and adopted by the applicant as a trade-mark for its products because of 
the fact that it suggests a fumigant especially adapted for the fumigation of citrus 
trees.” 


Nevertheless, the court held this word registrable, stating: 


It is not a dictionary word but was coined by appellant. It has no common meaning. 
it had no meaning whatever—indeed it did not exist—until applied to the product in ques- 
tion. It was not found in either common or trade language. 


Without any doubt, the same is true of the word “Fibracoustic.” 

In distinction from the California Cyanide case just discussed, the Ric-Wil 
decisions, cited also against Johns-Manville, is in point. In this decision the C. C. 
P. A. refused registration to the trade-mark “Dry-paC” for a dry packing material 
with the statement : 


To misspell the word “pack” adds nothing to its registrability. 


Certainly, the misspelling is more drastic in “Fibracoustical” than in “Dry-paC” 
because in the former it occurs not only at the end but also in the middle of the word 
and strongly influences the phonetic character of the whole. Besides, the particular 
circumstances of the case should not be lost sight of. 

All the components of this world convey the sound, more or less. Hence they 
all are “acoustical,” and this term, therefore, gives no real description of any mate- 
rial. Such a real description would require at least a hint whether the material in 
question is useful as a conductor of sound or as an insulating, sound-proofing or 
sound-deadening agent. Presumably, “Fibracoustical” is designed for the latter 
purpose. 

A further point to be considered is the length of time during which the art in 
question has existed without coining expressions similar to the trade-mark under 
scrutiny. 

Now the art of sound-proofing is very old. Perhaps the oldest document in this 
field is Homer’s report about Odysseus filling the ears of his crew with wax to 
secure immunity from the alluring songs of the sirens. 

Homer does not coin the term “keracoustic” (Gr. keros = wax) although the 
word “acoustical” originates from the ancient Greek, which language, more than 
English, indulges in composite words, as shown by the epithets “polytropos,” “poly- 
metis,” “talasiphron” and “polytlas,” given by Homer to the old hobo Odysseus. 

Also the use of fibrous materials for sound-proofing is very old. Nevertheless, 
no word similar to “Fibracoustic” has ever been used. 
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Consequently, this word should be registrable in accordance with the very good 
definition given by First Assistant Commissioner Spencer in his article in XVII 
JPOS, 441 et seq., as follows (p. 453) : 


What, then, may be defined as a proper test for determining whether a given notation 
is descriptive? In my opinion, the answer is that a descriptive term is any one that would 
normally and naturally be employed by a manufacturer in describing the particular goods 
upon which the mark is used. All of the natural language that would normally and 
logically be availed of in describing the product must remain freely available to the public. 
Where, however, the applicant goes beyond the normal and natural language and coins or 
adopts a suggestive term that falls without the bounds of descriptiveness, that term must be 
accorded the recognition of registration. 


The term “Fibracoustic” certainly would not normally and naturally be employed 
for the material in question for several reasons: 


1. The humble trade in building materials is not accustomed to linguistic stunts and, 
hence, does not use similar composite words (as distinguished from the food and drug 
trade; ‘“Malto Dextrine” rejected). 

2. Under “acoustical” materials the public would suppose, if anything at all, a conductor 
of sound rather than an insulator against sound. 


3. The unusual composite word is further individualized by drastic condensation at two 
different points, as explained above. 


In trade-mark matters a double or multiple departure from normality usually 
ought to suffice for individualization of a term; one should avoid the logic of this 
writer’s Greek teacher who derived the word “fox” from the Greek name, “alopex,” 
of this animal as follows: “Alopex, pix, pax, pox, fox.” 

It would be interesting to find out how the Patent Office would react to a further 
condensation, “Fibracoust,” of the trade-mark in question. 

The trade-mark owner in so far would be in the position of the man desirous to 
shorten the tail of his dog by five inches but, feeling sympathetic with the poor 
creature, did not do it in a single operation, but in five successive operations of an 
inch each. 


NEW RULES FOR THE REGISTRATION AND CANCELLATION OF 
TRADE-MARKS IN CALIFORNIA 


Secretary of State Paul Peek has just issued new rules for the registration and 
cancellation of trade-marks for the State of California which we believe to be of 
sufficient interest to our members to warrant reprinting here in full: 


1. It shall be the policy of this office to administer the laws of this state relating 
to registration of claim of trade-marks with a broad and liberal construction to the 
end that as complete a registration as possible of marks in use shall be made, con- 
sonant with the principles of the common law, statutes of this state, and decisions of 
the courts of this state and the federal courts. 

2. This office does not grant trade-mark rights but only registers a claim to 
trade-mark rights which the dealer claims by virtue of having used a trade-mark in 
this state to identify the origin of the goods. 
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Note.—The provisions for the registration of trade-names, as distinguished from trade-marks, 
by this office were deleted from the Political Code by an act of the 1931 Legislature. Therefore, 
this office cannot register trade-names such as “Jones’ Laundry,” “Smith’s Coffee Shop,” etc. 


For requirements to be observed by individuals or partnerships transacting busi- 
ness under a fictitious name, please refer to Sections 2466, 2467, 2468, 2469, 2470, 
2471, 2472 and 3199, Civil Code. A compiled list of these sections will be furnished 
by this office upon request. 

3. The direct statutory prohibitions against registration of marks which are 
merely descriptive, geographical, or the name of an individual, will be construed with 
emphasis on the qualification by the word “merely,” that is to say, registration will 
not be refused if the mark also has other significance, or if a mark which is otherwise 
prohibited registration is combined with other distinctive coined or fanciful matter, 
provided the coined or fanciful matter is stated in the application to be a part of the 
mark. This office will require, however, that claimants disclaim words or phrases 
which are generic or descriptive of the product. 

4. Marks which are so nearly similar to a prior subsisting registration in this 
state, as to be likely to cause confusion of the goods, will not be registered for goods 
of the same, or substantially the same, descriptive properties as covered by the prior 
registration. 

5. When an applicant establishes that the mark is covered by an existing regis- 
tration in the United States Patent Office under the Act of February 20, 1905, that 
fact shall be considered as prima facie evidence of registrability for purposes of 
registration by this office, after the mark has been used on the goods in commerce 
in this state. Provided, however, that this office will not register such marks if they 
are identical to or so closely resemble trade-marks already registered in this office 
as to be likely to cause confusion or mistake in the mind of the public or to deceive 
purchasers. 

6. In making rejections of applications for registration, the applicant will be 
advised of the basis of rejection. 

7. The statute provides for proceedings to cancel prior registrations: 


(a) Upon the filing of voluntary request for such cancellation signed by the claimant, 
or a duly qualified officer if it be a corporation, a member of the firm, or the assignee of 
record. 

(b) Upon the filing of a certified copy of a final judgment by a court ordering such 
registration cancelled, when it appears on the face of such judgment that the court had 
jurisdiction of the subject matter and the parties. 

(c) Upon the filing of satisfactory proof that the claimant or his assignee of record 
has intentionally abandoned the use of the particular trade-mark. 

(d) Upon petition by an applicant whose application has been rejected on reference to 
a prior registration, and upon showing of priority of adoption and use in this state, of the 
mark in controversy by the applicant, satisfactory to the Secretary of State. 


“Satisfactory proof” under (d) will be defined as an order from a court of com- 
petent jurisdiction directing that the cancellation be made. 

8. Copies of certificates of registration and granted applications on which such 
registrations are based, may be obtained from this office at the statutory charge for 
making copies. 
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9. More than one species of goods in the same class may be included in a single 
application, but if the goods are in more than one class, a separate application is 
required for each class. 


Three specimens showing the manner in which the trade-mark is actually used 


on each class of goods covered by the applications must accompany the application 
when it is filed. 


10. For purposes of uniformity the classifications of goods employed in this office 
will conform to the classification of goods used by the United States Patent Office 
under the Trade-Mark Laws of the United States. (See paragraph 15 for classifi- 
cation of merchandise. ) 


11. The statutory fee of $5 will be charged for a certificate of registration if the 
claim is accepted. 


12. Upon rejection of an application, the applicant shall be advised of the reason 
therefor, and if reconsideration is requested the applicant shall specifically point out 
in writing why the rejection is improper, including all argument, authorities, facts, 
affidavits, exhibits, or other matter which he may deem relevant to the grounds of 
rejection, whereupon, without additional fee, the application will be reconsidered and 
examined in this office by at least one member of the office staff appointed by the 
Secretary of State who has not previously passed upon the merits of the application. 

13. An application must be filed in the form prescribed by this office. 

14. Assignments and transfers of trade-marks will be recorded upon payment 
of the statutory fee of $5 for each mark. 

15. Classification of merchandise for the purpose of uniformity will be identical 
with those of the United States Patent Office. Classes are established as follows: 
(Here follows the identical list of fifty classes which are used in the Trade-Mark 
Division of the United States Patent Office.) 


Editor’s Note——Because of the interesting changes made in the California Rules, we have 
invited our California associates, Messrs. Naylor and Lassagne, to contribute an article to the 
Reporter concerning the new California statute and rules. We plan to publish the article either 
in the November or December issue. 

It is interesting to note from the new Rules that the Secretary of State emphasizes the 
superiority of common-law rights in trade-marks. Thus it is stated in Rule 2, the office only 
registers a claim to trade-mark rights. In other words, the registration certificate is merely 
evidence of an alleged claim to the mark. 

The new Rules are rather progressive with regard to the interpretation of the words “merely 
geographical or descriptive.’ Contrary to the present practice in the Patent Office, the Cali- 
fornia Office will accept for registration marks which, although partly descriptive or geo- 
graphical, also have another significance. The Rules also expressly permit a disclaimer of 
generic or descriptive words. It will be recalled that the Federal Act of 1905 does not provide 
for such disclaimers, but that the Patent Office in recent years has permitted this practice. 

Most interesting of all is the new Rule 5, according to which a registration in the United 
States Patent Office shall be prima facie evidence of registrability of a trade-mark for the 
purpose of state registration in California. 





ARGENTINE SUPREME COURT DECISIONS 


A decision of considerable interest has been rendered by the Supreme Federal 
Court of Argentine in a trade-mark matter. The facts, briefly, are as follows: 

Piccardo & Co. of Buenos Aires registered in the Argentine Patent Office in 1909 
the trade-mark “Bersaglieri” which included a representation of the Italian Flag and 
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Coat-of-Arms of the House of Savoy. The registration was duly renewed in 1919 
and 1929. When renewal was again applied for in 1939 and the application was 
advertised in accordance with the usual procedure in Argentine, opposition to the 
renewal application was filed by the so-called Autonomous Administration of the 
Italian State Monopoly on the ground that the trade-mark included the Italian Flag 
and the Coat-of-Arms and also on the ground that a decree of the Argentine Govern- 
ment of 1915 prohibited the registration of emblems, used by foreign nations. 

Piccardo & Co. filed a complaint before the Federal District Court to set the 
opposition aside. They argued that the Trade-Mark Law of 1900 under which 
their mark was registered in 1909 did not prohibit the inclusion of national flags and 
coats-of-arms in trade-marks and that the Decree of 1915 could not affect their 
registered trade-mark. The District Court upheld the opposition and rejected the 
application for renewal. On appeal the Federal Court of Appeals confirmed this 
decision. 


The Supreme Court now reversed the lower Courts on the following grounds: 


(1) The trade-mark of Piccardo & Co. was duly registered in 1909 under the Trade- 
Mark Law of 1900 which contained no prohibition concerning foreign flags and emblems. 
This mark could not violate the Decree of 1915 and was duly renewed in 1919 and 1929. 

(2) In this instance, it is not the Italian State, as a sovereignty, that demands respect 
for its flag and emblem, but a legal entity of the Italian State which sues for the privilege 
of exploiting commercially the official flag of the Kingdom and the Coat-of-Arms, which, 
moreover, are registered as trade-marks in Italy. 


(3) There is no treaty between Argentine and Italy prohibiting the registration as 
trade-marks of their respective emblems, and it has not been proved or even claimed that 
Italy forbids the registration of Argentine national emblems as trade-marks. 

(4) Trade-mark renewals cannot be impeded by governmental decisions. 


The effect and significance of all these grounds is not quite clear and it would 
seem that ground (1) would be sufficient to support the decision, inasmuch as the 
Argentine Supreme Court has on many occasions upheld the non-retroactivity of 
legal enactments. The remaining grounds, however, are interesting as dicta. 


In connection with the counterfeiting and infringement of trade-marks, the 
Argentine law provides: 


Neither a civil nor a criminal action may be instituted subsequent to the expiration of 
three years from the commission or repetition of the offence, or after one year counting 
from the date on which the proprietor of the mark became cognizant of the offence for the 


first time. The acts which interrupt the limitation period are those recognized at com- 
mon law. 


In the instant case’ the defense was interposed that plaintiffs’ cause of action 
was barred by the above provision, as it was shown that they had been aware of the 
alleged infringement for more than one year prior to the commencement of the 
action. On April 8, 1936, plaintiffs sent to the defendant a registered telegram 
warning him to cease infringing their trade-mark. The defendant ignored the 
warning and continued to use the mark as theretofore. A criminal action was in- 
stituted on April 28, 1937. The Supreme Court ruled that the action was barred, 


1. Fernandex v. Sust v. Equren. 
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despite defendant’s continued use of the mark up to the time of instituting the action. 

Earlier decisions of the lower courts were in conflict over the question of whether 
or not each repetition of the offence subsequent to the date upon which the owner of 
the mark became aware of the infringement constituted a new and separate act 
upon which proceedings could be based. It has been generally assumed that when 
the Supreme Court ruled on the question it would be held that the trade-mark owner 
could base his action on any specific acts of infringement which had come to his 
attention within the year, regardless of his having had knowledge for more than one 
year of similar acts committed by the same party. 

Under the doctrine of the present case an infringer may actually acquire the 
right to use a trade-mark as a result of his continued infringing acts. In the future 
trade-mark owners should refrain from sending warning telegrams or letters to in- 
fringers, or otherwise establishing proof that they are aware of the infringement, 
until such time as they are prepared to bring suit. 





IMPORTANT AMENDMENTS TO THE PENNSYLVANIA 
TRADE-MARK LAW 


On July 30 Governor James of Pennsylvania signed Act No. 258 which amends 
the present Pennsylvania Trade-Mark Statute in the following three respects: 


1. The filing fee for the registration of a trade-mark in Pennsylvania is increased 
from $1 to $5. 

2. Conforming the Pennsylvania Statute to the Federal Act, amended section 
one now expressly prohibits the registration of marks which 


(a) Consist of or comprise immoral or scandalous matter, or, 

(b) Consist of or comprise the flag or coat-of-arms or other insignia of the United 
States, or any similation thereof, or of any state or municipality, or of any foreign nation, or, 

(c) Are identical with a registered or known label, trade-mark, trade-name, stamp, de- 
sign, device, term, brand, shopmark, designation, description, or form of advertisement 
owned and in use by another and appropriated to merchandise of the same descriptive 
properties, or which so nearly resemble any such registered or known trade-mark or item 
owned and in use by another and appropriated to merchandise of the same descriptive 
properties, as to be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers, or, 

(d) Consist merely in the name of an individual, firm, corporation or association, not 
written, printed, impressed or woven in some particular or descriptive manner, or not 
associated with the portrait of the individual, or merely in words or devices which are 
descriptive of the goods with which they are used, or of the character or quality of such 
goods, or merely a geographical name or term. 


3. Similar to the recently enacted Illinois Statute, Section 3.1 as amended now 
provides for a petition for cancellation to be filed by any person in case of abandon- 


ment or permanent discontinuence of the use of a registered trade-mark. Section 3.1 
now reads as follows: 


Section 3.1. Whenever any person or persons, co-partnership or corporation has here- 
tofore registered or shall hereafter register any label, trade-mark, trade-name, device, shop- 
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mark, designation or form of advertisement in the office of the Secretary of the Common- 
wealth, and shall have received a certificate of record therefor, as provided by this act, 
and such person or persons, co-partnership or corporation shall have discontinued or gone 
out of the business to which such registration is pertinent, or for any reason shall have 
never used, or abandoned or discontinued the use of said label, trade-mark, trade-name, 
device, shop-mark, designation or form of advertisement, the said registration and certifi- 
cate shall be revoked under the following conditions in the following manner, to wit: 

(a) In the case of a person, persons or co-partnership or corporation not having filed 
articles of dissolution or a decree of dissolution, but having discontinued or gone out of the 
business to which such registration is pertinent, or having never used, or abandoned, or 
discontinued the use of the item so registered for a period of at least five years, and such 
discontinuance still persists, any person may present his affidavit to the Secretary of the 
Commonwealth, accompanied by a fee of fifteen dollars, setting forth the above facts 
relative thereto, together with proof of service of notice of such affidavit upon the person, 
persons, co-partnership or corporation in whose name the said registration is recorded, and 
asking that such registration be cancelled. The secretary shall fix a time to hear the 
parties concerned in the matter and send by registered mail a notice thereof to the person, 
persons, co-partnership or corporation in whose name such registration is recorded. After 
hearing the same, if the secretary is satisfied of the truth of the facts alleged in the affidavit 
in accordance with the provisions of this clause, he shall cancel the said registration. 

(b) In the case of a corporation having filed articles of dissolution or a decree of 
dissolution, any person may at any time, at least three years thereafter, present his affidavit 
to the Secretary of the Commonwealth, accompanied by a fee of fifteen dollars, setting 
forth such fact. The said secretary, if satisfied of the truth of the alleged facts, shall 
cancel the registration of said item recorded in the name of such corporation. 





THE TRADE-MARK SITUATION IN CHINA 


Through the courtesy of our London correspondent, Sir William S. Jarratt, we 
have received the following information regarding the registration of trade-marks 
in China under the rival governments of Chungking and Nanking: 


“During the past few years registration of trade-marks at Nanking has been made 
difficult by the rivalry between the Chungking Government and the puppet Nanking 
Government. We have received information that an additional difficulty has for 
some time been in existence, due to the fact that applications for registration at 
Nanking are submitted to an “Examiner” who blocks the procedure unless the 
applications are made through a particular Chinese lawyer, who is his father, the 
professional fee charged by the Chinese lawyer being more than ten times the 
amount of the official application fee. One consequence of this additional difficulty 
has been that many Nanking registrations which by law had to be completed by 
May 22 could not be made in time and a few days before May 22 an attempt by 
representatives of the American and the British Chambers of Commerce to obtain 
an extension of time proved unsuccessful. We have been informed, however, by the 
courtesy of a member of the Council of the Federation that an extension has been 
obtained in the circumstances indicated in the following information from China: 

On May 25—three days after the deadline—the Bureau of Trade-Marks of the 
Ministry of Industry and Commerce published Notice No. 9 in the Central China 
Daily News which gave notice of the extension of the period for examination of 








@ 
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trade-mark registration certificates for another six months, namely, to November 22, 
1941. The reason for the extension is given as follows: 


Quite a few factories and merchants at various places have not yet submitted their 
original trade-mark registration certificates for examination in accordance with the Regu- 
lations, due either to the fact that industry and commerce have not yet returned to normal, 
thus making application for examination impossible or to interrupted communications 
which make it impossible for all people to know about the matter. 


In circularizing this information to members of the British Chamber of Commerce, 
the chairman of the Trade-Mark Sub-committee points out that an extension of time 
was stated by the director of the Bureau to be out of the question at the recent 
interview but may have been granted subsequently (three days after the deadline) 
as a result of the evident desire of many merchants to protect their rights before 
May 22 and the fact that the Bureau was not able to cope with all the applications 
that came in at the last minute. That is how the matter stands at present. We have 
yet to register de novo 100 trade-marks but we propose to hold off temporarily 
hoping to be able to register direct, that is, without the aid of the Chinese lawyer 
and thereby save $10,000. 

The British authorities have given no ruling in this matter but they have stated 
that if firms register with Nanking and Chungking reprisals follow, they will give 
the firms what assistance they can to protect them on the grounds that registration 
with Nanking was an act of force majeure.’ 





THE ASSOCIATION’S NOTIFICATION SERVICE 


As most of our readers are aware, one of the valuable services which the Asso- 
ciation renders its regular members is its Notification Service. A careful surveil- 
lance is kept of trade-marks applied for or registered in foreign countries, as pub- 
lished in their official journals. In case a conflicting mark is discovered, prompt 
notice is sent to the member concerned and, in most cases, in time to permit taking 
appropriate action. In all such cases, however, in view of unsettled conditions 
abroad and the consequent delays in receiving certain publications, the Association 
can assume no responsibility for failure to inform the member in time to oppose an 
application. 

Members desiring to take advantage of this service should furnish us with a 
list of their registrations, showing mark, country and date of registration. 

Due to war conditions, publication of the official trade-mark journals in China 
and in most of the Nazi-controlled countries has been indefinitely suspended. At 


present the Association receives and examines regularly these journals from the 
following countries: 


Europe: Germany, Irish Free State, Holland, Italy, Portugal, Spain, Sweden, and 
Switzerland. 


Great Britain and possessions: England, Australia, Canada, New Zealand, and Union 
of South Africa. 


1. Trade-Marks, Patents and Designs Federation, Limited, Monthly Report, August, 1941. 
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Latin America: Argentina, Bolivia, Brazil, Chile, Colombia, Costa Rica, Cuba, 
Dominican Republic, Ecuador, Guatemala, Mexico, Nicaragua, Panama, Peru, Uruguay, 
and Venezuela. 





UNION AND ASSOCIATION MARKS AND LABELS NOW 
REGISTRABLE IN NORTH CAROLINA 


The North Carolina legislature recently passed H. B. 193 called “An act to 
provide for the registration and protection of labels, trade-marks, terms, designs, 
devices and forms of advertisement of Associations and Unions of working men, 
to prevent the unauthorized use thereof, and fixing penalties for violation of this act.” 

The only purpose of this act is to amend Section 3971 of the North Carolina 
Consolidated Statutes of 1919, by providing for registration of labels, trade-marks, 
terms or devices used on any goods, merchandise or products of labor, by any asso- 
ciation or union of working men in order to indicate that the goods have been made 
in whole or in part by such association or union or any member thereof. 

According to Section 3 of the amendment, no association or union shall be 
granted an injunction or restraining order which may impound or prevent the free 
flow into the channels of commerce of any goods, wares, merchandise or products 
already manufactured or in the process of manufacture to which any label, trade- 
mark, term or design has been affixed, unless the infringer affixes the label or trade- 


mark with the actual knowledge that it was being used in violation of Section 1 of 
this amendment. — 





RENEWAL OF TRADE-MARK REGISTRATIONS IN THAILAND 
(SIAM) 


The Bureau of Foreign and Domestic Commerce has been advised by the Depart- 
ment of State of the receipt of a cable from the American Minister at Bangkok, 
Thailand (Siam), requesting that caution be advised in connection with the renewal 
of trade-mark registrations in Thailand (Siam), to see that applications therefor are 
properly executed. 

Since the Trade-Mark Law went into effect on October 1, 1931, and makes re- 
newal necessary after ten years, there will be many renewals in the next few months 
and it is pointed out that the agent in Bangkok of the trade-mark owner in the United 
States must receive a power of attorney which (a) specifically authorizes agent to 


apply for renewal of a specified trade-mark and (b) is executed before a notary 
public. 


The fact that local agents are receiving numerous powers of attorney improperly 
drawn up is creating a serious situation. 
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TRADE-SLOGANS 


Since our last published list (31 Reporter 108) the following slogans have been 
received and entered on the records of the Association. This service is free to 
regular members of the Association : 


Slogan Proprietor Date of First Use 
“Domino, America’s Biggest Cigarette Buy’...Larus & Brother Co., Inc January, 1938 
“Domino, America’s Best Cigarette Buy” Larus & Brother Co., Inc..... November, 1940 
“Chelsea, the Cigarette of Tomorrow” Larus & Brother Co., Inc.....April, 1940 
“For a More Glamorous You” Sales: AGiBaGes, TMG, io ckcddindesicwcvsecceaean 
“The Guardian Eye” Sales ATIstes, THC) ks occcw sie ieeseaeeeeten 
“Symphonic Styling” ee ers ee ae 


WANTED 


We are especially desirous of obtaining the following back numbers of 


the TRADE-Mark Reporter, and for a limited period will pay $.50 each for 


copies mailed us in a condition suitable for binding: 


Mar., June, July, Nov., Dec., vol. 11 (1921) 
Oct., vol. 12 (1922) 

Dec., vol. 13 (1923) 

Mar., vol. 25 (1935) 

Aug., Oct., Dec., vol. 28 (1938) 

Jan., Mar., vol. 29 (1939) 

June, vol. 31 (1941) 








